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ABSTRACT

This dissertation’s objective is to study on problems about trademark registration
system according to the Trademark Act B.E. 2534 (1991), 2" Amendment B.E. 2543
(2000) related to registration and rights revocation of trademark unused within the
prescribed period by application of international law principles, such as trademark
registration according to Madrid Agreement and Madrid Protocol and Paris Convention
for the Protection of Industrial Property which are related with the trademarks law of
Thailand whereby they were studied in parallel together in the same direction with this
research, with recommendation to comply with the international principles equivalent to
other civilized countries more efficiently and it can enhance benefits for Thailand
further.

From the study of international trademark registration systems, for example,
trademark registration according to Madrid Agreement and Madrid Protocol , it was
found that the trademark registration according to the Madrid Protocol is more flexible
or elastic and has higher concessions than that of Madrid Agreement. Both in the view
point of period necessary for consideration of the application that takes long time before

it is accepted to be registered according to Madrid Agreement. At present, it is found that
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the current Thai entrepreneurs, particularly those who make the export business want it
that way very much and it is good for them that the business sector need not to go out to
register trademark in abroad because the Government of Thailand is going to establish an
agency to handle this matter, and those entrepreneurs and their products are protected.
But because to go abroad for international registration is quite messy, difficult and
requires higher registration fee so entrepreneurs prefer to neglect and ignore to register
their trademarks that is a channel allowing their trade competitors, suppliers or agents in
foreign countries to snatch opportunity to seize and register that trade marks as their
own trademarks. It therefore results in the genuine trademark-owners unable to export
their goods under their originated trademarks to distribute in those foreign countries. Or
otherwise when they do, they would be arrested and proceeded legal case in charge of
torts of violation the other trademark or subjected to duress, demanded for gratuity in
spite of the fact that trademarks should have been their trademarks from the first start.
Such problem therefore has caused damage to many Thai entrepreneurs very
much. From further studies, it is also found that the cause of the problem has roots from
the legal systems of most various countries, including Thailand which apply the
registration system that requires the person who wishes to get trademark protected has to
apply to register one’s own trademarks before receiving complete legal protection. And
another factor, the scope of protection coverage would be limited to only the territory of
each country so called “Territoriality Principle”. It cannot cover to various countries all
over the world, this requires the trademark owner who wants protection in any country
must apply to register his trademark in that country, the wider protection ,the more
countries needed to be involved and each country always has one’s own law that has
different procedures as well as different language. This problem therefore causes
frustration and difficulty in the registration procedure and it is costly. It therefore makes
the businesspersons to feel resistance and negligence to continue such trademark

registration that causes such damage.
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The author saw that one method to solve or reduce these problems can be
approached by acceding to be a member of aforementioned organizations in order to
receive coverage by the international registration system, namely, Madrid systems.
Thailand can choose to accede to registered either one of such international trademark
organizations, the Madrid Agreement or Madrid Protocol or both. The registration in
both organizations which contain 85 countries around the world at present ( March 15,
2011) would enhance convenience, fast and savings procedure that can solve problems
and reduce difficulty in registration procedure of the traders or entrepreneurs. In this
research, the author wanted to study the advantage and disadvantage in the acceding to
be a member of Madrid Protocol or the Madrid Agreement and to study on the legal
impact to the trademark law of Thailand in case of Thailand has become a member of
one of such organization as guidelines leading Thai entrepreneurs to have their
trademarks protected that it can be used as guideline for improvement of Thailand's
trademarks law to get along well with economic and trading dynamic changes.

From the study and analysis of advantage, disadvantage and affects to existing
trademark law of Thailand, it is seen that Thailand should join to be an associate party
of international trademark organization by the selected one should be the Madrid
Protocol because it seems more flexible and appropriate than to accede to be a member
of Madrid Agreement, particularly in the point of view on period of verification of each
country eligibility . Being a party of Madrid Protocol has a longer period and it can also
choose to use English as the medium of communication. Hence, the accession to Madrid
Protocol with yield benefits to Thai entrepreneurs whereby it enables registration
trademark with protection coverage in an associate party country to be proceeded
convenient, fast and it saves costs and will also encourage small and medium-sized
businesses ( SMEs ) of Thailand able to register to open new trading markets more

freely.
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Moreover, it will create a good atmosphere and motivation to other party
countries to come to Thailand for more investment which will result in good overall
economy in the future. But, however, if Thailand wants to do so we have to consider
another factor. At present, Thailand have acceded to be an associate party of Paris
Convention on Protection of Industrial Property but Thailand has not yet acceded to be a
party in Madrid Agreement and Madrid Protocol but if Thailand accedes any
organization, it must continue in compliance with the existing trademark law of
Thailand, that is the Trademark Act B.E. 2534 ( 1991 ), and its 2™ Amendment B.E.
2543 ( 2000 ) so that the provisions are harmonized and compliance with the Madrid
Protocol to announce its applicability further.

Besides, the Trademark Act B.E. 2534 ( 1991 ), and its 2" Amendment B. E.
2543 (2000 ), Section 63 has problem on usage of trademark in not good faith that
consequently lead to exploit legal hole or void to make contract granting license usage
with consideration gratuity collection beyond control ability of governmental sector
which cannot intervene to examine that causes damage to the state's. It also makes the
blockage or impediment the other person to bring the registered trademark to be utilized
in the unjustified competition and also not a fair trade in characteristic of *“ Trademark
Trading ” which are related to Trading Competition Act B.E. 2542 (1999) , Section 29
and revocable period of registered trademark rights, if unable to use it within 3 years
after the date of registration, it is not consistent with the international principles that may
result in damage to economic and social system existing at present in Thailand.

The author would therefore like to suggest amendment of legal provisions
clearly to cover the trademark utilization fairly treating the genuine trademark and there
should be determination of the revocation period of trademark rights extended for year 5
in consistent with the international principle and dynamic changes in this globalization
age that there are more international trading in characteristic of multi-lateral participation

in various international conventions or agreements among countries . Whereby adoption
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of the principles of Clause 5 C (1) of Paris Convention as the guidelines in determining
such revocable period that its provision specifies that the trademark may be revoked if it
has not been used within the “ Reasonable Period ”. And we can similarly see that

under Madrid system of the Madrid Protocol, Section 6 has determined the causes of
revocation within 5 years from the next day it has been internationally registered that
trademark if such principal registering application in the country of origin is not
protected that the internationally registration application of a trademark will
consequently be discarded, rejected, cancelled or revoked, etc. and if the origin agency
has requested the revocation of that international registered trademark , it will effect to
the registered trademarks in various countries also to be revoked, which in Section 6 (4)

of the Madrid Protocol also similarly specifies this principles in the same direction.
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